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1 . Claim 6 is objected to because of the following informalities: in the first line of the 
claim, the term "information" should probably be inserted after "other". Appropriate correction 
is required. 

Because there is no claim 29, claims 30-36 are also objected to as not being in 
comphance with rule 126. 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 7-12 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

These claims all require that the first and second segments (introduced in base claim 1) 
are one and the same. This implies no separate entities. However, there must be a significant 
enough distinction between them in order for the supplemental information to be encoded with 
the first segment and subsequently utilized with - and not before the presentation of - the second 
segment. 

Applicant may have intended to describe the segments as containing identical content or 
being duplicates but separated temporally, which would imply actual separate data segments. 

3. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 



Application/Control Number: 09/504,605 Page 3 

Art Unit: 2614 

F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Respective claims 1-11, 13-17 and 19-23 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 14 or 15, 15, 
18, 21, 24, 14, 16, 16, 19, 22, 25, 17, 17, 20, 23, 26, 29, 29, 30, 30 and 13 of U.S. Patent No. 
6,025,882. 

Although the conflicting claims are not identical, they are not patentably distinct firom 
each other because allowing these claims of the instant application would result in an unjustified 
time-wise extension of the monopoly granted for the invention defined in the respective claims 
of the US Patent.. 

The patented claims cover the pending claims because they encompass the same subject 
matter of the respective pending claims since they are more specific than the corresponding 
pending claims. For example, a "television" signal covers an "information bearing" signal, and 
the blanking intervals cover the signal portion unused for program content. Likewise, fields or 
fi'ames cover the signal segments, and high-definition television image covers an enhanced 
information-bearing signal. 

Pending claims 24-28 and 30-36 are also rejected under the same doctrine over claims 14 
or 15, 15, 18, 21, 24, 14 and 14 or 15, 15, 18, 21, 24 and 14, respectively, of the US Patent 
6,025,882. 
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It would have been obvious to one of ordinary skill in the art to store or record the 
product produced by the respective processes covered by the respective patented claims for the 
clear purpose of allowing one to enjoy the product at any convenient time as so preferred, and for 
multiple subsequent presentations (such being the principal purpose of recording). 

Likewise distribution of the product resulting from the respective processes would also 
have been obvious to one of ordinary skill in the art for the clear purpose of making available to 
and allowing the enjoyment of the product to an extended body of viewers, by distribution 
through any suitable transmission or transportation, or multiple transfer of the product to reach 
the members of the viewer base. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Or (e) the invention w^as described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and v/as published under Article 21(2) of such treaty in the English language. 

Claims 1-3, 14, 15, 24-26 and 31-33 are rejected under 35 U.S.C. 102(e) as being 
anticipated by lue et al. 

The system of lue (noting Figs. 4, 8-1 1, 13 and 14) involves 2D/3D data that is encoded 
in the VBI of a video signal (col. 16 lines 18-28) of a first segment of the video signal (e.g. a 
current field) and applied to a subsequent field to supplement its presentation (and not before its 
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presentation), and thereby provide a delayed operation (col. 16 lines 29-34) resulting in a 3D 
displayed, thereby meeting claims 1 and 2. 

As for claim 3, the supplemental data in the VBI is information that can be considered 
image area map information because it is used to present the second segment data in a shifted or 
remapped position output from memory. 

Regarding claims 14 and 15, the second segment is distinct from the first (at least by 
virtue of it being a separate field), and subsequent thereto. 

As for claims 24-26, the product (i.e. encoded video signal) is recorded (noting Figs. 9 
and 10). 

As for claims 31-33, the product can also be transmitted for distribution to the viewing 
pubic (noting Fig. 11). 

5. Claims 1, 4, 16, 19-23, 27 and 34 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Lappington et al. 

The system of Lappington (noting Fig. 1) involves encoding commands related to 
interactive programming in the VBI of a video broadcast (col. 7 lines 31-36), which commands 
are transmitted at an initial segment of the broadcast for subsequent involvement with a second 
segment of the broadcast to be presented and interacted with by a viewer. The commands are 
therefore supplemental information utilized in association with, but not before the presentation 
of, the interactive data related to the second segment (e.g. col. 2 lines 40-57; col. 3 lines 4-17; 
col. 4 lines 5-11; col. 1 1 lines 5-25), thereby meeting claims 1 and 4. 
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As for claims 16, 19 and 20, the second segment is subsequent to the first and (at least) 
distinct therefi-om because it is presented at a separate later time. 

As for claims 21 and 22, the supplemental data is associated with the second segment, 
and the data is extracted firo processing after encoding and before utilization with the second 
segment for display. 

Considering claims 27 and 34, the video product (resulting from the composite encoded 
broadcast signal) can be recorded as shown (element 50) and distributed through conventional 
broadcasting (channel 36). 

6. Claims 1, 5, 17, 23, 28 and 35 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Long. 

The system of Long (Fig. 2 or 4) involves embedding control (i.e. supplemental) data into 
the video blanking portions of an initial segment of an AA^ signal intended to be used with, but 
not before the presentation of, second subsequent segments of the AA^^ signal, resulting in 
display of multimedia data (which is a type of hypermedia data) subsequent to the initial 
encoding of the control data (e.g. col. 1 lines 33-40 and 50-54; col. 2 lines 36-44; col. 5 lines 10- 
19), thereby meeting claims 1 and 5. 

As for claim 17, the second segment is distinct and subsequent to the first segment. 

As for claim 23, the video source of Long includes standard processing capable of 
presenting AA^ program content from a standard portion of the source signal; extracting means 
for removing the embedded supplemental data from the VBI from the first segment; elements 
208, 212 and 214 (Fig. 2, Fig. 4 also showing corresponding elements) that stores supplemental 
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information that is to be created for presentation; and display 210 for simultaneously presenting 
the standard program content and the supplemental (multimedia) data derived from a previous 
segment distinct from the currently displayed segment (col. 5 lines 12-19). 

Regarding claims 28 and 35, the product can be recorded (noting elements 219 and 400), 
and the recorded medium is typically distributed for presentation at multiple stations. 

7. Claims 1,6, 18, 30 and 36 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Duffield et al. 

The system of Duffield (noting Figs. 1 and 2) involves encoding EDS data in the 
blanking portion that includes timing data (i.e. supplemental data) in a first segment of a video 
signal (col. 1 lines 13-23). In response to control codes prompted by the user, the timing data of 
a subsequent segment is compared with the timing data encoded in the first component and if a 
predetermined value is detected, the second segment is operated on, and the first data is therefore 
utilized in association with, but not before presentation of, the second segment (e.g. col. 2 lines 
5-17 and lines 25-42), thereby meeting claim 1. 

As for claim 6, the timing data is neither type of data listed in the group. 

As for claim 18, the second segment is subsequent to and therefore distinct (at least 
temporally) from the first. 

Considering claims 30 and 36, the resultant signal product can be broadcast (i.e. 
distributed, noting RF input 100), and recorded (e.g. col. 1 line 45). 
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8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Applicant should note that the remaining patents to Harper, Cobbley, Cragun and 
Miller are all pertinent to the claimed invention in that they all teach, in some manner, 
embedding supplemental data into the VBI of a first segment of a video signal, data to be used 
with subsequent segments of the video signal. 

9. The patentability of claims 7-12 based on prior art has not been determined due to the 
ambiguity of the subject matter recited therein (so addressed above). 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor R. Kostak whose telephone number is 703 305-4374. The 
examiner can normally be reached on Monday - Friday from 6:30am-3 :00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Miller can be reached on 703 305-4795. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

friformation regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EEC) at 866-217-9197 (toll-free). 
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Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 2023 1 

Or faxed to: 

(703) 872-9306 (for Technology Center 2600 only) 



Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal 
Drive, Arlington. VA., Sixth Floor (Receptionist). 



Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Technology Center 2600 Customer Service Office whose telephone 
number is (703) 308-HELP. 




Victor R. Kostak 
Primary Examiner 
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